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DETAILED ACTION 

1. Claims 1-20, are presented for examination. 

Response to Arguments 

2. Applicant's arguments filed 9/20/04 have been fully considered but they are not 
persuasive. Therefore, rejection of claims 1-20 is maintained. 

Applicant states, (1) "Wu et al. 6,125,369 (Hereinafter Wu) fails to disclose generating an 
electronic mail address for said person based on said personal name code and said location code 
and the device for generating a set of standardized electronic mail addresses". The examiner 
respectfully disagrees in response to applicant's remarks. Wu clearly discloses use of databases 
(e.g., Microsoft Outlook 97, Schedule* program, PIM, col., 3, lines 19-30, with information 
device, e.g., col., 3, lines 19 - 30) to generate address (e.g., contact information, such as 
addresses, phone numbers, etc., col., 3, lines 3 1 - 41) for the user based on the user name code 
(e.g., name of a user, col., 18, lines 33 - 39) and said location code (e.g., contact information, 
such as addresses, phone numbers, city, state, zip code, etc., col., 3, lines 31 - 41) and the device 
(e.g., information device, e.g., col., 3, lines 19 - 30) for generating a set of standardized (i.e. 
identical / consistent / uniform, col., 3, lines 31 - 41) addresses (e.g., contact information, such 
as addresses, phone numbers, etc., col, 3, lines 31 - 41, synchronization of information using 
communication mechanism, col., 3, line 59 - col., 4, line 8). Wu also clearly discloses that all 
type of communication mechanism are used for synchronizing addresses, e.g., col., 3, line 59 - 
col., 4, line 8. As mentioned in the office action, date 6/16/2004, electronic mail and electronic 
mail addresses are inherent use of Microsoft Outlook 97. To support inherency of the office 
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action, date 6/16/2004, Gilmour et al., 6,154,783, teaches electronic mail and electronic mail 
addresses used by Microsoft Outlook 97, etc., e-mail programs, col. 6, lines 41 - 62. Also, page 
9, lines 1-6, clearly states, "the preferred embodiment provides a system for correlating the 
details of individuals with a standardized method of communicating with those individuals via 
electronic means". Since, applicant's claims contain broadly claimed subject matter, i.e., use of 
any preferred electonic means, etc., it clearly reads upon the examiner's interpretation of these 
actions. Therefore, rejection is maintained. 

Applicant states, (2) "Wu to disclose logic configured to generate an electronic mail 
address for said person based on said personal name code and said location code and generating 
an electronic mail address for said person based on said personal name code and said location 
code". The examiner respectfully disagrees in response to applicant's remarks. Wu clearly 
discloses logic configured to generate an address (e.g., use of information device, to generate 
addresses, e.g., col, 3, lines 19 - 41) using databases (e.g., Microsoft Outlook 97, Schedule* 
program, PIM, col., 3, lines 19 - 30, with information device, e.g., col., 3, lines 19 - 30) to 
generate address (e.g., contact information, such as addresses, phone numbers, etc., col., 3, lines 
3 1 - 41) for the user based on the user name code (e.g., name of a user, col., 18, lines 33 - 39) 
and said location code (e.g., contact information, such as addresses, phone numbers, city, state, 
zip code, etc., col., 3, lines 31 - 41) and the device (e.g., information device, e.g., col., 3, lines 19 

- 30) for generating a set of standardized (i.e. identical / consistent / uniform, col, 3, lines 31 - 
41) addresses (e.g., contact information, such as addresses, phone numbers, etc., col., 3, lines 31 

- 41, synchronization of information using communication mechanism, col, 3, line 59 - col., 4, 
line 8). Wu also clearly discloses that all type of communication mechanism are used for 
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synchronizing addresses, e.g., col., 3, line 59 - col., 4, line 8. As mentioned in the office action, 
date 6/16/2004, electronic mail and electronic mail addresses are inherent use of Microsoft 
Outlook 97. To support inherency of the office action, date 6/16/2004, Gilmour et al, 6,154,783, 
teaches electronic mail and electronic mail addresses used by Microsoft Outlook 97, etc., e-mail 
programs, col. 6, lines 41-62. Also, page 9, lines 1-6, clearly states, "the preferred embodiment 
provides a system for correlating the details of individuals with a standardized method of 
communicating with those individuals via electronic means". Since, applicant's claims contain 
broadly claimed subject matter, i.e., use of any preferred electonic means, etc., it clearly reads 
upon the examiner's interpretation of these actions. Therefore, rejection is maintained. 

Applicant argues, (3) "Wu does not disclose all of the features of claims 1-20". The 
examiner disagrees in response to applicant's arguments. The rejected claims 1-6 of office 
action, dated 6/16/2004, contained method steps. The currently amended claims 1-6 represent a 
program storage device. The currently amended claim 7, contain configured logic. Also, the 
limitations, "the person's electronic mail address, country specific address locator code", etc., 
has been newly added, hence the scope of the presently amended claims, is narrower compared 
to the originally presented claims. The amended claims 1-12, with the newly presented claims 
13-20, are addressed by the new ground(s) of rejection (please refer to the below rejections of 
this office action), necessitated by the applicant's amendment. Therefore the rejection in 
maintained as disclosed above. 



Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S. C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 3, 5, 6, 9-13, 15, 16, 20 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

4. Claims 3, 5, 6, 9-13, 15, recite the limitation "the person's". There is insufficient 
antecedent basis for this limitation in the claim. Since, independent claims 1 and 7, contain 
multiple unrelated person, it is not clear which person is referred by this limitation. 

5. Claims 16, 20, recite the limitation " generating the. electronic mail address for the person 
by attaching an indicator to the electronic mail address". There is insufficient antecedent basis 
for this limitation in the claim. Since, independent claims 1 and 7, also contain "generating the 
electronic mail address" limitation, it is not clear which "electronic mail address" belongs to 
which "generating the electronic mail address" limitation. 

Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

7. Claims 1, 2, 4, 7, 8, 10, are rejected under 35 U.S.C. 102(b) as being anticipated by Wu et 
al. 6,125,369 (Hereinafter Wu). 

8. As per claims 1 and 7, Wu teaches the following: 
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a program storage device readable by a machine and encoding a program of instructions / 
a system (e.g., use of information device, e.g., col., 3, lines 19 - 30) for generating a set of 
standardized electronic mail addresses (e.g., configuration of plurality of properties and 
addresses of Microsoft 97, electronic mail and electronic mail addresses are inherent use of 
Microsoft Outlook 97, creation/setting/update of uniform properties of address for plurality of 
users, col., 3, lines 31 -41), 

logic configured to providing a personal name code indicative of the name of a person 
(e.g., a name of user, col., 18, lines 33 - 39), 

logic configured to providing a location code indicative of a known location of the person 
(e.g., street address, city, state , zip code, etc., col., 18, lines 33 - 39), 

logic configured to generating an electronic mail address (e.g., contact information, such 
as addresses, phone numbers, etc., col., 3, lines 31-41, synchronization of information using 
communication mechanism, col., 3, line 59 - col., 4, line 8, electronic mail and electronic mail 
addresses are inherent use of Microsoft Outlook 97, col., 3, lines 31 - 41) for said person based 
on said personal name code and said location code (e.g., creation of database entry containing 
user specific parameters for a user, col., 17, line 20 - col., 18, line 63, col, 20, lines 8 - 57), and 

logic configured to providing a database of said electronic mail addresses for a plurality 
of persons at one or more locations (e.g., user specific address information available from a 
primary computer or a portable computer, abstract, electronic mail and electronic mail addresses 
are inherent use of Microsoft Outlook 97, col., 3, lines 31 - 41). 



9. As per claims 2, 4, 8, 10, Wu teaches the following: 
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the location code is a postal or area code (e.g., street address, col., 18, lines 33 - 39), 
one or more structured addresses are created for each individual in a country, geographic 
region or state (e.g., city, col, 18, lines 33 - 39). 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

11. Claims 1-5, 7-11, 13, 15, 17, 19, are rejected under 35 U.S.C. 102(e) as being anticipated 
by Jambhekar et al. 6,430,405 (Hereinafter Jambhekar). 

12. As per claims 1 and 7, Jambhekar teaches a program storage device readable by a 
machine and encoding a program of instructions / a system for generating a set of standardized 
electronic mail addresses (e.g., figure 5-17, col, 2, lines 48 - 55, col., 5., lines 38 - 58), said 
instructions operable to: 

logic configured to provide a personal name code indicative of the name of a person (e.g., 
figure 11-4), 

logic configured to provide a location code indicative of a known location of the person 
(e.g., figure 11-6, inherent location information based on the area code of the telephone number, 
also, col., 2, lines 60 - 64, col., 6, lines 53 - 63), 
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logic configured to generate an electronic mail address for said person based on said 
personal name code and said location code (e.g., figures 10-7, 10-8, 5-16, 5-17, col., 2, lines 48 - 
55, col., 5., lines 38 -58), and 

logic configured to provide a database of said electronic mail addresses for a plurality of 
persons at one or more locations (e.g., figures 5-3, 5-12, 5-17, col., 5, lines 38 - 58, col., 6, lines 
11-28). 

13. As per claims 2, 8, Jambhekar teaches the following: 

the location code is a telephone area code of a telephone number (e.g., figure 5-17, col., 
6, lines 53 - 65). 

14. As per claims 3, 9, Jambhekar teaches the following: 

the personal name code includes at least a the person's family name (e.g., figure 5-13). 

15. As per claims 4, 10, Jambhekar teaches the following: 

one structured address is created for each individual in a geographic region (e.g., col, 2, 
lines 56 - 67, col, 6, lines 53 - 65). 

16. As per claims 5, 1 1, Jambhekar teaches the following: 

one or more subsidiary addresses, including existing electronic addresses, are attached to 
the person's electronic mail address in the database (e.g., col, 2, lines 40 - 55). 



Application/Control Number: 09/8 1 5,760 Page 9 

Art Unit: 2154 

17. As per claims 13, 17, Jambhekar teaches the following: 

collect the name and the known location of the person from an information source (e.g., 
col., 6, lines 53 - 67). 

18. As per claims 15, 19, Jambhekar teaches the following: 

locate the electronic mail address of the person in the database (e.g., figure 5-17, col., 2, 
lines 40 - 55). 

Claim Rejections - J5 USC §103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

20. Claims.6, 12, 14, 16, 18, 20, are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Jambhekar in view of Official Notice. 

21. As per claims 6, 12, 16, 20, Jambhekar teaches the claimed limitations as rejected under 
claims 1 and 7. However, Jambhekar does not specifically mention about attaching a unique 
identifier to the person's electronic mail address and after determining that the electronic mail 
address is non-unique attaching an indicator. "Official Notice" is taken that both the concept and 
advantages of providing attaching a unique identifier to the person's electronic mail address and 
after determining that the electronic mail address is non-unique attaching an indicator is well 
known and expected in the art. 



Application/Control Number: 09/8 1 5,760 Page 10 

Art Unit: 2154 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to include attaching a unique identifier to the person's electronic mail address and after 
determining that the electronic mail address is non-unique attaching an indicator with the 
teachings of Jambhekar in order to facilitate each electronic mail address to be identified among 
other electronic mail addresses. By having a unique identifier for each electronic mail address, it 
would help identify each electronic mail address differently from the other electronic mail 
addresses. Attaching an indicator to the electronic mail address would help indicate that the 
same electronic mail address is used by two different persons. 

22. As per claims 14, 18, Jambhekar teaches the claimed limitations as rejected under claims 
1 and 7. However, Jambhekar does not specifically mention about providing the database of 
electronic mail addresses on-line. "Official Notice" is taken that both the concept and advantages 
of providing the database of electronic mail addresses on-line is well known and expected in the 
art. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to include providing the database of electronic mail addresses on-line with the 
teachings of Jambhekar in order to facilitate accessing to the database over the on-line 
devices/resources. Having the database containing electronic mail addresses information 
available online, would help access the information using the well-known on-line 
devices/resources. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Haresh Patel whose telephone number is (571) 272-3973. The 
examiner can normally be reached on Monday, Tuesday, Thursday and Friday from 10:00 am to 
8:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Follansbee can be reached on (571) 272-3964. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Haresh Patel / / 



January 18, 2005 




